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% 

"iN THE UNITED STATES PATENT AND TRADEMARK OFFICE C£ ^ ^ 

In re Patent Application 

Inventors: GodeLetal. Group: 1624 

Serial No. 09/922,066, filed August 3, 2001 Examiner: Patel, Sudhaker B 

(Ref. No. 20706 US) 

For SUBSTITUTED 4-PHENYL-PYRIDINE COMPOUNDS WITH ACTIVITY AS 
ANTAGONISTS OF NEUROKININ 1 RECEPTORS 



TF.RMTNATi DISCLAIMER 

Nutley, New Jersey 07 1 1 0 
August 19, 2003 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Hoffmann-La Roche Inc., a corporation of the state of New Jersey, having an office at 
340 Kingsland Street, Nutley, New Jersey 071 10, is the assignee of the entire right, title and 
interest in and to the invention described and claimed in the captioned application for Letters 
Patent of the United States, and in and to said application and in and to any and all Letters Patent 
of the United States which may issue from said application, by virtue of an Assignment by 
Thierry Godel, Torsten Hoffmann, Patrick Schnider, and Heinz Stadler to F.Hoffmann-La Roche 
AG, recorded in the United States Patent and Trademark Office on September 19, 2001 , at reel 
0121 82, frame 0254 and an Assignment by F.Hoffmann-La Roche AG to Hoffmann-La Roche 
Inc., recorded in the United States Patent and Trademark Office on September 19, 2001, at reel 
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012182, frame 0257. 
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DEPOSIT ACCOUNT 
NO. 08-2525 

OUR ORDER NO. &Q5f 
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Hoffinann-La Roche Inc. hereby certifies that the evidentiary documents have been 
reviewed, and, to the best of Hoffinann-La Roche Inc.'s knowledge and belief, title to the 
captioned application is in Hoffmann-La Roche Inc. 

Hoffmann-La Roche Inc. hereby disclaims, except as provided below, the terminal part of 
the statutory term of any patent granted on the captioned application which would extend beyond 
the expiration date, including any extension obtained under 35 USC 156, of U.S. Patent No. 
6,297,375, issued October 2, 2001. 



Hoffmann-La Roche Inc. further agrees that any patent so granted on the captioned 
application, together with any right to recover for its violation, shall be enforceable only for and 
during such period that the legal title to any patent granted on the captioned application shall be 
the same as the legal title to U.S. Patent No. 6;297,375, issued October 2, 2001. This agreement 
to run with any patent granted on the captioned application and to be binding upon the grantee, 
its successors or assigns. 



Hoffmann-La Roche Inc. does not disclaim the terminal part of the term of any patent 
granted on the captioned application prior to the expiration date of the full statutory term as 
defined in 35 U.S.C. 154 to 156 and 173 of U.S. Patent No. 6,297,375 issued October 2, 2001, as 
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presently shortened by any terminal disclaimer, in the event that said patent: expires for failure to 
pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 C.F.R. 1.321, 
has all claims cancelled by a reexamination certificate, is reissued, or is in any manner terminated 
prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer. 

Hoffmann-La Roche Inc. makes the above disclaimer without prejudice to its rights to 
extend, under 35 U.S.C. 154-156, the term of any U.S. patent granted on the captioned 
application beyond the term provided by this Terminal Disclaimer. 

The undersigned has authority to sign on behalf of Hoffmann-La Roche Inc. since he is an 
officer of Hoffmann-La Roche Inc. 

The Commissioner is hereby authorized to charge the statutory fee of one hundred ten 
dollars ($1 10.00) to Deposit Account No. 08-2525. The Commissioner also is hereby authorized 
to charge any additional fees that may be required, or credit any over payment to Account No. 
08-2525. 
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I declare further that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issuing thereon. 

Signed at Nutley, State of New Jersey, this 19th day of August, 2003. 
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g,.p ipct. JlsiQN OM ttcpmimai OISCI AJMFRS llWfoMAL FORM 

DATE- 9 ~9 -03 APPL ^ 

TO EXAMINER: _JL_2^ ART UN.T: 

MQSF MO NT finMF R Y, ROOM MAILROOM DATE . 



actpr PlMAI YES NO_£^^NUMBEROFT.D(S).FILED_i_ 

appelate form pa ragraphs Identified by this Inf^memo office ^JJJJJg^. „ SpedaI Progr am 

shoui^cSpy be in left in file. 

((✓fThe T.D. Is PROPER and has been recorded. (See 14.23). 

[ ] The T.D. is NOT PROPER and has not been accepted for the reason(s) checked below. (See 14.24). 

, ] The recording fee of$ has not been submitted nor Is mere any pre authorization hi the appOcaUon file to charge 

to a deposit account (See 14 .26 .07) 

I J Application Examiner has not processed T.O. fee. (See fee authorization). 
14.26.01). 

, , The T D. lacks the enforceable only during the common owership dause needed to overcome a double patenting rejection, 
Rule 321(c). (See 14.27, 14.27.01). 
, ] KlsdrectedtoaparUcuiardal^ 

term of the entire patent to be granted". MPEP 1490. (See 14 .26, 14.26.02). 

r 1 The person who 6lgned the terminal disclaimer. 
1 1 []r*s failed to ^ 

[ ] Is not recognized as an officer of the assignee, (See 14.29 and possibly 14.Z8.oi). 

t j Nodocumentatyevidenceofachainofti^ 
applicant. (See 14.30). 

t J No 'statement- specifying that the evidentiary ^^^Z^S ^W^^SSS). 
knowledge and belief the title is In the assignee seeking to take acton. 37 CFR 3.73(b). (see iw u.u. * M 

[ J The T.D. Is not signed. (See 14.26, 1456.3). or 1446.03 If TD is not signed by all the owners. 

[ ] Attorney not of record In oaWded. or a seperate paper filed appointing a new or associate attorney. (See 1 4.29.01 ). 

f j The serial number of the appflcation (or the number of the ^MM*******"******* 

missing or Incorrect (See 14.32). 

I ] The serial numberof this appncat^ 
or Incorrect (See 14 .26, 1456.04 or 14.26.0S). 

t j Theperioddisdalmedfelncc^^ 



[ J Other 



[ j suggestion to request refund of $ .(See 14 .36, 14.36). 

, , FYflMIMFR KIOT F ' .PAPPLICATIONI ^ M^rimoWFORAIIOWANCFAr^OPTHFftBOVEINFORMALTiE S 
|u.ft Y RF FAXED |M TO THE GROUP 

FOR SAMPLE TERMINAL DISCI -AIMERS AN " CERTIFICATES: 

f 1 Sample f a TD over a pending application and assignee OerWlcate (See 14.37). 

ISampI f a TD over a prior patent and assignee Certificate (See 1 4.38). 
| j Sample Assignee Certificate under 37 CFR 3.73 (b) (See 14.39) 



